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PATENT 

Attorney Docket No.: 015280-393 lOOUS 
Client Ref. No.: E-090-1999/0-US-03 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re application of: 

REMALEY, Alan T. et al. 

Application No. : 09/980,75 1 

Filed: November 1, 2001 

For: HOMOGENEOUS TESTS FOR 
SEQUENTIALLY DETERMINING 
LIPOPROTEIN FRACTIONS 

Customer No.: 20350 



Confirmation No. 7562 

Examiner: VENCI, DavidJ. 

Technology Center/ Art Unit: 1641 

RESPONSE TO RESTRICTION 
REOUIREMENT 



Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

In response to the Office communication mailed October 6, 2004, Applicants 
elect Group I, claims 1-21, drawn to a method for determining the amount of cholesterol in 
lipoprotein fi-actions in a sample, and an antibody as the complex-forming agent species, and 
dextran sulfate as the polyanion species. Claims readable on the elected species are claims 1-6 
and 8-21. 



This election is made with traverse. 



Page 1 of 3 



Appl. No. 09/980,751 ^ ' PATENT 

Resp. dated November 3, 2004 

Reply to Office communication of October 6, 2004 

Basis for restriction practice is illustrated in 35 U.S.C..§121, "[i]f two or more 
independent and distinct inventions are claimed in one application, the Director [of the Patent 
and Trademark Office] may require the application to be restricted to one of the inventions." 
The meaning of "independent" and "distinct" is further provided by MPEP §802.01: the term 
"independent" means that there is no disclosed relationship between the two or more subjects 
disclosed; the term "distinct" means that two or more subjects as disclosed are related, for 
example, as combination and part thereof, process, and apparatus for its practice, process and 
product made, etc., but are capable of separate manufacture, use, or sale as claimed. 

The present application resides in the novel method for sequentially determining 
the amount cholesterol in different lipoprotein fractions of a biological sample. The subject 
matter of the restriction requirement, namely that of Groups I and II, are closely related as the 
claimed method for determining the amount of cholesterol of Group I is the basis of the utihty of 
the claimed kit of Group 11. Thus, the subjects upon which the restriction requirement is 
imposed are not "independent" under 35 U.S.C. §121 according to the MPEP's definition. 

Nor are the subjects "distinct" under 35 U.S.C. §121 according to the MPEP's 
definition. Because the use of the claimed kit of Group II necessarily relies on the claimed 
cholesterol-measuring method of Group I, they cannot be separated from each other when the 
claimed kit is used to determining cholesterol levels in different lipoprotein fractions of a 
sample. 

The claims of Group I, drawn to method for determining cholesterol levels in 
different lipoprotein fractions in a sample, thus provides the unifying technical feature for both 
Groups of claims under PCT Rule 13.1. Because of the common inventive concept and the close 
relation between the subject matter of Groups I and II, the examination of these two Groups 
together would not impose any additional, unreasonable burden on the Examiner. Accordingly, 
Applicants respectfully submit that the restriction requirement is improper and request that the 
Examiner reconsider and withdraw the requirement. 
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Appl. No. 09/980,751 

Resp. dated November 3, 2004 

Reply to Office communication of October 6, 2004 



PATENT 



If the Examiner believes a telephone conference would expedite prosecution of 



this application, please telephone the undersigned at 415-576-0200. 



TOWNSEND and TOWNSEND and CREW LLP 

Two Embarcadero Center, Eighth Floor 

San Francisco, California 941 1 1-3834 

Tel: 415-576-0200 

Fax:415-576-0300 

CG:cg 



Respectfully submitted, 




Chuan Gao 
Reg. No. 54,111 
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